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DETAILED ACTION 

Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group (I), claim(s) 1-12 and 14-18, drawn to triazolo[l,5-a]pyrimidines. 
Group (II), claim(s) 13, drawn to intermediates of the compounds of Group (I). 

The claims herein lack unity of invention under PCT rule 13.1 and 13.2 since, under 37 

CFR 1.475(a) Group I -Group II lack unity of invention since under 37 CFR 1.475: 

Where a group of inventions is claimed in an application, the requirement 
of unity of invention shall be fulfilled only when there is a technical relationship among 
those inventions involving one or more of the same or corresponding special technical 
features... those technical features that define a contribution which each of the claimed 
inventions, considered as a whole, makes over the prior art. 

The technical feature corresponding to group I, formula (I), is the substituted 7- 
aminotriazolo[l,5-a]pyrimidine scaffold. Group II are drawn to intermediates of compounds of 
Group (I). The special technical feature of Group (I) can be found in reference US 7329663. 
Therefore the above claims, are not so linked as to form a single general inventive concept and 
there is a lack of unity of invention because they lack a common technical feature, which fails to 
define a contribution over the prior art. Accordingly, unity of invention is considered to be 
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lacking and restriction of the invention in accordance with the rules of unity of invention is 
considered to be proper. 

Furthermore, since the groups do not relate to a single general inventive concept under 
PCT Rule 13.1 and lack the same or corresponding special technical features, the claims lack 
unity of invention and should be limited to the groups restricted above. Because these inventions 
are independent or distinct for the reasons given above and have acquired a separate status in the 
art in view of their different classification, restriction for examination purposes as indicated is 
proper. 

Further, even if unity of invention under 37 C.F.R. § 1 .475(a) were not lacking, under 37 
C.F.R. § 1.475(b) a national stage application containing claims to different categories of 
invention will be considered to have unity of invention if the claims are drawn only to one of the 
following combinations: 

(1) a product and a process specially adapted for the manufacture of said product; or 

(2) a product and a process of use of said product; or 

(3) a product, a process specially adapted for the manufacture of the said product, and a use of 
the said product; 

(4) a process and an apparatus or means specifically designed for carrying out the said process; 
or 

(5) a product, a process specially adapted for the manufacture of the said product, and an 
apparatus or means specifically designed for carrying out the said process. 

And, according to 37 C.F.R. § 1.475(c): If an application contains claims to more or less 
than one of the combinations of categories of invention set forth in paragraph (b), unity of 
invention might not be present. 
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Therefore, because the claims are drawn to products and multiple methods of use of 
compounds of formula (I), according to 37 C.F.R. § 1.475(e), the determination whether a group 
of inventions is so linked as to form a single general inventive concept shall be made without 
regard to whether the inventions are claimed in separate claims or as alternatives within a single 
claim. The claims in the instant application lack unity of invention and should be limited to one 
product, one method of use, or one process of preparing the product. 

During a telephone conversation with Andrew D. Meikle on February 28, 2008 a 
provisional election was made without traverse to prosecute the invention of Group (I), claims 1- 
12 and 14-18. Affirmation of this election must be made by applicant in replying to this Office 
action. Claim 13 withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as 
being drawn to a non-elected invention. 

Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species or invention to be examined even though the requirement be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To reserve 
a right to petition, the election must be made with traverse. If the reply does not distinctly and 
specifically point out supposed errors in the restriction requirement, the election shall be treated 
as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing the 
inventions or species to be obvious variants or clearly admit on the record that this is the case. In 
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either instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: 7-Amino-(2,6-dichlorophenyl)triazolo[l,5-a]pyrmidines 
as Fungicides. 

This is just a suggestion. Please feel free to change the title to accurately describe the 
invention. 

Claim Objections 

Claim 3 are objected to because of the following informalities: the phrase "groups R a " 
should be replaced with "R a groups." Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claims 1-12 and 14-18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "heterocycle" is vague and ambiguous. "Heterocycle" is the name of a 
compound whose valency is complete. It cannot be used as a substituent because it has no free 
valency. Thus, please replace with the correct substituent name. 

Regarding claims 1-12 and 14-18, the term "heterocyclyl is vague. The Specfication on 
page 8 includes a list of groups, however, the list uses open-ended language, e.g. "for example." 
What is not included? The claims are too broad in that there is no proper support in the 
Specification for "heterocyclic groups." In re Wiggins, 179 USPQ 421. 

The phrase, "for their part" on page 27, the second to the last line, is vague. The 
Examiner suggests the removal of this phrase. 

Claim 2 recites the limitation "eight-membered heterocyclyl" in the definition of R 1 and 
R 2 . However, this definition is not found in claim 1, from which claim 2 depends. There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim 12 recites the limitation "haloalkyl" in the definition of X. However, this definition 
is not found in claim 1, from which claim 12 depends. There is insufficient antecedent basis for 
this limitation in the claim. 

Claim 12 recites the limitation "alkyl" in the definition of X. The definition in the 
Specification allows for Ci-C 8 . However, this definition is not found in claim 1, from which 
claim 12 depends. There is insufficient antecedent basis for this limitation in the claim. 

Claim 15 recites the limitation "alkoxy" in the definition of X. The definition in claiml, 
from which claim 15 depends, is only C1-C4. The same situation exists for "haloalkoxy, 
alkenyloxy or haloalkenyloxy" in claim 15. There is insufficient antecedent basis for this 
limitation in the claim. 

Also, in claim 14, the term "alkyl" the definition in claiml, from which claim 14 
depends, is only C1-C4. 

Regarding claim 1, the term "preferably" is a range within a range. Thus, claim 1 is 

vague. 

Regarding claim 3, the term "R a " lacks antecedent basis. 



Regarding claim 2, the term "C3-C 6 -cycloalkyl-Ci-C 4 -alkyr lacks antecedent basis. 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 7, 8, 12 and 14-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Pfrengle et. al. (US 5994360). 

The reference teaches compounds of formula (I), wherein R 1 and R 2 = 
(CH 2 )2CH(CH 3 )(CH2)2 and X= methyl. See column 12, table I, example 8. The compositions are 
taught in column 7, line 60 and the method of use in column 7, line 58. Thus, said claims are 
anticipated by Pfrengle ct. al. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-12 and 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tormo I Blasco et. al. (US 2006021 171 1 Al). 

The instant Application claims compounds of formula (I), wherein X= methoxy, R 2 = 
hydrogen, R 1= C(CH 3 ) 2 CCH and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. 

Tormo I Blasco et. al. teaches compounds of formula (I), wherein X= chloro, R 2 = 
hydrogen, R 1= C(CH 3 ) 2 CCH and the phenyl at the 6-position of the bicyclic skeleton is 2-chloro- 
6-fluorophenyl. See page 10, Table 1, compound 1-6. 

The only difference between the claimed compound and the reference is a) the 
substitution of X, and b) the substitution at the phenyl ring at the 6-position of the bicycle. 
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a) The substitution at X, Applicant's methoxy versus chloro. The genus on page 1 of the 
Specification of the reference teaches that the methoxy and chloro are alternatively useable, see 
page 1, paragraph 0008. 

b) The substitution of the phenyl ring at the 6-position of the bicycle, 6-fluoro versus 6- 
chloro. The genus on page 1 of the Specification of the reference teaches that the chloro and 
fluoro are alternatively useable, see page 1, paragraph 0002. This is only one example found in 
the reference. Thus, said claims are obvious. 

Claims 1-12 and 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tormo I Blasco et. al. (US 2006021 1573 Al). 

The instant Application claims compounds of formula (I), wherein X= cyano, R 2 = 
hydrogen, R 1= C(CH3)CHCH 2 and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. 

Tormo I Blasco et. al. teaches compounds of formula (I), wherein X= chloro, R 2 = 
hydrogen, R 1= C(CH 3 )CHCH 2 and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. See paragraph 0071 on page 5 and Table A on page 6, No. A-l . 

The only difference between the claimed compound and the reference is at X, chloro 
versus cyano. The genus on page 1 of the Specification of the reference teaches that the cyano 
and chloro are alternatively useable, see page 1, paragraph 0002. 

This is only one example found in the reference. Thus, said claims are obvious. 
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Claims 1-12 and 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tormo I Blasco et. al. (US 20060241 128 A 1). 

The instant Application claims compounds of formula (I), wherein X= methyl, R 2 = 
hydrogen, R 1= CH 2 CH 3 and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. 

Tormo I Blasco et. al. teaches compounds of formula (I), wherein X= methyl, R 2 = 
hydrogen, R 1= CH 2 CH? and the phenyl at the 6-position of the bicyclic skeleton is 2,4- 
dichlorophenyl. See paragraph 0101 and Table A, No. A-l. 

The only difference between the claimed compound and the reference is the substitution 
at the 4- and 6-position of the phenyl ring at the 6-position of the bicycle. The compounds are 
positional isomers. The MPEP 2144.09 states "Compounds which are position isomers 
(compounds having the same radicals in physically different positions on the same nucleus) 
. . .arc generally of sufficiently close structural similarity that there is a presumed expectation that 
such compounds possess similar properties. In re Wilder, 563 F.2d 457, 195 USPQ 426 (CCPA 
1977). This is only one example found in the reference. Thus, said claims are rendered obvious. 

Claims 1-12 and 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyahara et. al. (JP 2002308879 A). 
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The instant Application claims compounds of formula (I), wherein X= methyl, R 2 = 
hydrogen, R 1= isopropyl and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. 

Miyahara at. el. teaches compounds of formula (I) as fungicides, wherein X= methyl, R 2 = 
hydrogen, R 1= isopropyl and the phenyl at the 6-position of the bicyclic skeleton is 2-chloro-6- 
fluorophenyl. See compound 7, columns 63-64. 

The only difference between the claimed compound and the reference is the substitution 
at the phenyl ring at the 6-position of the bicycle, a 6-chloro versus 6-fluoro. The reference 
teaches a guidepost where the 6-position is a fluoro, see the fifth to the last compound on page 
27 in the table. Thus, the chloro and fluoro are alternatively useable at the 6-position of the 
phenyl. This is only one example found in the reference. Thus, said claims are obvious. 

Claims 1-12 and 14-18 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Schmitt et. al. (US 7329663 B2). 

The instant Application claims compounds of formula (I) as antifungals, wherein X= 
methyl, R 1 and R 2 = 2-methylpyrrolidnyl, and the phenyl at the 6-position of the bicyclic skeleton 
is 2,6-dichlorophenyl. 

The copending Application teaches compounds of formula (I) as antifungals, wherein X= 
chloro, R 1 and R 2 = 2-methylpyrrolidnyl and the phenyl at the 6-position of the bicyclic skeleton 
is 2,6-dichlorophenyl. See column 64, example 18. 
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The only difference between the claimed compound and the reference is the substitution 
at X, chloro versus methyl. The genus in column 3 of the disclosure of the reference teaches that 
the chloro and methyl are alternatively useable, see column 4, lines 39-45. 

This is only one example found in the reference. Thus, said claims are obvious. 

Claims 1-12 and 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tormo I Blasco et. al. (US 7094894 B2). 

The instant Application claims compounds of formula (I) as antifungals, wherein X= 
cyano, R 1= ethyl, R 2 = hydrogen, and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. 

Tormo I Blasco et. al. teaches compounds of formula (I) as antifungals, wherein X= 
cyano, R 1= ethyl, R 2 = hydrogen and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichloro-4-methylphenyl. See column 11, Table 12 and column 13, Table A, No. A-2. 

The only difference between the claimed compound and the reference is the substitution 
at the para position of the phenyl ring, methyl versus hydrogen. Since a methyl group is 
considered a homo log of hydrogen these compounds are considered equivalent. The MPEP 
2144.09 states "Compounds which are. .. homologs (compounds differing regularly by the 
successive addition of the same chemical group, e.g., by -CH2- groups) are generally of 
sufficiently close structural similarity that there is a presumed expectation that such compounds 
possess similar properties. In re Wilder, 563 F.2d 457, 195 USPQ 426 (CCPA 1977). Also, note 
In re Magerlein, 202 USPQ 473; In re Wood, 199 USPQ 137; In re Hoke, 195 USPQ 148; In re 
Lohr, 137 USPQ 548. 
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This is only one example found in the reference. Thus, said claims are obvious. 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims arc not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-12 and 14-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 15-30 of copending 
Application No. 1 1661566. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the 1-145 specie on page 67 only differs from the 
claimed compounds in the following manner: 

The instant Application claims compounds of formula (I), wherein X= methyl, R 2 = 
hydrogen, R 1= CH(CH3)C2H5 and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. 

The copending Application teaches compounds of formula (I), wherein X= chloro, R 2 = 
hydrogen, R 1= CH(CH 3 )C 2 H 5 and the phenyl at the 6-position of the bicyclic skeleton is 2- 
chloro-6-fluorophenyl. 

The only difference between the claimed compound and the reference is a) the 
substitution at X, and b) the substitution at the phenyl ring at the 6-position of the bicycle. 

a) The substitution at X is chloro versus Applicant's methyl. The genus on page 1 teaches 
the chloro and methyl are alternatively useable. See page 3, line 5. 

b) The substitution at the phenyl ring at the 6-position of the bicycle, 6-fluoro versus 6- 
chloro. The genus on page 1 of the Specification of the copending Application teaches that the 
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chloro and fluoro are alternatively useable, see page 2, lines 34-35. This is only one example 
found in the copending Application. Thus, said claims are obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-12 and 14-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-20 of copending 
Application No. 1 1628852. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the 9th specie in Table 60, on page 22, only differs 
from the claimed compounds in the following manner: 

The instant Application claims compounds of formula (I), wherein X= methyl, R 2 = 
hydrogen, R 1= hydroxymethyl and the phenyl at the 6-position of the bicyclic skeleton is 2,4- 
difluoro-6-chlorophenyl. 

The copending Application teaches compounds of formula (I), wherein X= methyl, R 2 = 
hydrogen, R 1= hydroxymethyl and the phenyl at the 6-position of the bicyclic skeleton is 2- 
fluoro-6-methylphenyl. 

The only difference between the claimed compound and the reference is the substitution 
at the phenyl ring at the 6-position of the bicycle, Applicant's chloro versus methyl. The genus 
on page 1 of the Specification of the copending Application teaches that the methyl and chloro 
are alternatively useable, see page 2, lines 1-3. 
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This is only one example found in the copending Application. Thus, said claims are 
obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-12 and 14-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-11 of copending 
Application No. 10550571. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the 1-6 specie in Table 1, on page 28, only differs 
from the claimed compounds in the following manner: 

The instant Application claims compounds of formula (I), wherein X= methoxy, R 2 = 
hydrogen, R l = C(CH 3 ) 2 CCH and the phenyl at the 6-position of the bicyclic skeleton is 2,4- 
dichlorophenyl. 

The copending Application teaches compounds of formula (I), wherein X= chloro, R 2 = 
hydrogen, R 1= C(CH 3 ) 2 CCH and the phenyl at the 6-position of the bicyclic skeleton is 2-chloro- 
6-fluorophenyl. 

The only difference between the claimed compound and the reference is a) the 
substitution of X, and b) the substitution at the phenyl ring at the 6-position of the bicycle. 

a) The substitution at X, Applicant's methoxy versus chloro. The genus on page 1 of the 
Specification of the copending Application teaches that the methoxy and chloro are alternatively 
useable, see page 1, line 26. 



Application/Control Number: 10/590,924 Page 18 

Art Unit: 1624 

b) The substitution of the phenyl ring at the 6-position of the bicycle, 6-fluoro versus 6- 
chloro. The genus on page 1 of the Specification of the copending Application teaches that the 
chloro and fluoro are alternatively useable, see page 1, lines 10-11. This is only one example 
found in the copending Application. Thus, said claims are obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-12 and 14-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-10 of copending 
Application No. 10548690. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the A-l specie in Table 3, on page 10, only differs 
from the claimed compounds in the following manner: 

The instant Application claims compounds of formula (I), wherein X= cyano, R 2 = 
methyl, R 1= CHCH 2 and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. 

The copending Application teaches compounds of formula (I), wherein X= chloro, R 2 = 
methyl, R 1= CHCH 2 and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. 

The only difference between the claimed compound and the reference is at X, chloro 
versus cyano. The genus on page 1 of the Specification of the copending Application teaches that 
the cyano and chloro are alternatively useable, see page 1, line 17. 
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This is only one example found in the copending Application. Thus, said claims are 
obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-12 and 14-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-10 of copending 
Application No. 10532719. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the A-l specie in Table 34, on page 13 and page 17, 
only differs from the claimed compounds in the following manner: 

The instant Application claims compounds of formula (I), wherein X= cyano, R 2 = 
hydrogen, R 1= CH2CH3 and the phenyl at the 6-position of the bicyclic skeleton is 2,6- 
dichlorophenyl. 

The copending Application teaches compounds of formula (I), wherein X= cyano, R 2 = 
hydrogen, R 1= CH 2 CH 3 and the phenyl at the 6-position of the bicyclic skeleton is 2,4- 
dichlorophenyl. 

The only difference between the claimed compound and the reference is the substitution 
at the 4- and 6-position of the phenyl ring at the 6-position of the bicycle. The compounds are 
positional isomers. The MPEP 2144.09 states "Compounds which are position isomers 
(compounds having the same radicals in physically different positions on the same nucleus) 
. . .are generally of sufficiently close structural similarity that there is a presumed expectation that 
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such compounds possess similar properties. In re Wilder, 563 F.2d 457, 195 USPQ 426 (CCPA 
1977). This is only one example found in the copending Application. Thus, said claims are 
obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUSANNA MOORE whose telephone number is (571)272-9046. 
The examiner can normally be reached on M-F 8:00-5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Wilson can be reached on (571) 272-0661 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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